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Re Item V. 

The following documents are referred in this communication; the numbering will be 
adhered to in the rest of the procedure: 

D2: US-A-4 927 887 

D3: WO-A-03/046020 (with passages of EP-A-1 449 857) 
Novelty (Article 33(2) PCT: 

The present application does not meet the criteria of Article 33(1) PCT, because the 
subject-matter of claims 1 to 7 is not new in the sense of Article 33(2) PCT. 

Document D2 discloses a rubber compositions for tires comprising fillers (silica and/or 
carbon black) and a polymer comprising end-functionalising groups (column 8 lines 46 
to 60). The functionalised polymer is prepared by anionically polymerising 1,3- 
butadiene and styrene in presence of butyl lithium (column 3 lines 52 to 64 and 
example 1). The living polymer is then first reacted with 2-vinyl pyrridine (which 
correspond to a functionalising agent X' listed in claim 5 of the present application) 
followed by the addition of benzyl chloride as a second functionalising agent Y' (column 
2 lines 31 to 40 and example 3). However, document D2 differs from claims 8 to 10 of 
the present application in that the second modifying agent Y' is not one of the 
components listed in claim 8 and in that Y' does not comprise a short-chain polymer 
group. Moreover the process of D2 does not involve the use of a chain-extending group 
Z as suggested in claim 10 of the present application. 

The subject-matter of claims 1 to 5 and 7 is therefore not novel in view of D2. 

Document D3 relates to a process for producing a functionalised conjugated diene 
based polymer. The process involves the preparation of a living polymer having active 
chain ends, reacting the active sites with a hydrocarbyloxysilane compound (I) (page 5 
lines 19 to 35) and reacting the modified polymer with a second hydrocarbyloxysilane 
(II) and/or (III) (page 7 line 56 to page 8 line 16). Compound (I) may be 3- 
glycidoxypropyltrimethoxysilane (page 6 line 3) and compound (III) may be 
cyanomethyltrimethoxysilane (page 8 lines 32 and 33). Document D3 discloses a 
vulcanisate comprising silica and/or carbon black and the functionalised polymer 
described above (page 1 1 lines 33 to 36). 
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Document D3 is prejudicial to novelty of the subject-matter of claims 2 to 7 (product 
claims) for the following reasons: 

Claims 2 and 3 of the present application discloses a functionalised polymer that is 
defined in terms of the process by which the product is made (i.e anionic 
polymensation). Such claims (and dedending claims 4 to 9) should be construed as a 
claim to the product (i.e. functionalised polymer) perse that possesses the 
characteristics derived from the manufacturing process stated in the claim (see 
Guidelines A5.26[1] PCT). Therefore, the patentability of a product defined by a product 
by process claim does not depends on its method of production. There are no special 
echmcal features of the resulting modified polymer in claim 2 that could distinguish the 
furictionaiised polymer of claim 2 (or claim 3) from other terminally functionalised 
polymers (such as microstructure. viscosity. ...). The vulcanisate of claim 2 and the 
functionalised polymer of claim 3 will therefore be regarded as a vulcanisate comprising 
a polymer having on its end two functional agents X and Y. Document D3 contains all 
these technical features (in tenns of the product per se). 



Inventive step (Article 33(3) PCT): 

The subject-matter of claims 8 does not involve an inventive step for the followina 
reasons: ^ 



Document D3 which is considered to represent the closest prior art over claim 8 
discloses a vulcanisate comprising a polymer being first terminally modified by a 
hydrocarbyloxysilane compound (I) (page 5 lines 1 9 to 35) and a second 
hydrocarbyloxysilane (II) and/or (III) (page 7 line 56 to page 8 line 16). Compound (I) 
may be 3-glycidoxypropyltrimethoxysilane (page 6 line 3) and compound (III) mav be 
cyanomethyltrimethoxysilane (page 8 lines 32 and 33). 
Claim 8 of the present application differs from document D3 in that the second 
functionalising agent is a cyanopropyltrimethoxysilane. 

There are no demonstrated effects on file with regard to this special technical feature 
Replacing the methylene radical of the compound of D3 by a propylene radical as 
suggested in claim 8 cannot be considered as involving an inventive step. Knowing 
document D3. and seeking to provide an altemative terminally functionalised polymer 
the skilled man would consider as a normal design to react the modified polymer with' 
cyanopropyltnmethoxysilane Instead of cyanomethyltrimethoxysilane. 
The subject-matter of claim 8 is not inventive. 
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However, none of the cited prior art discloses the use of a f unctionalising agent 
comprising a short-chain polymer group nor the use of a chain-extending group Z. 
The subject-matter of claims 9 and 10 are therefore inventive. 
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